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Status 

1 )I3 Responsive to communication(s) filed on 10 December 2004 . 
2a)Q This action is FINAL. 2b)G3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) 1-13 and 21-23 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim(s) 14-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) |3 The specification is objected to by the Examiner. 

10® The drawing(s) filed on 1 5 September 2003 is/are: a)D accepted or b)|E objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.I3 Certified copies of the priority documents have been received in Application No. 10/085.136 . 
3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 
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Application/Control Number: 1 0/66 1 ,483 p age 
Art Unit: 3612 

1. DETAILED ACTION 

Election/Restrictions 

1. Claims 1-13, 20-23 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Election was made without traverse in Paper of 6/7/2004. The election is carried over 
from paper of 6/7/2004 of as applicant did not specify different claims with the shift of election 
request, granted. Since claim 21 is withdrawn and claim 23 depends from claim 21, then claim 
23 is withdrawn by the examiner. 

2. Prosecution of this application appears to have stalled due to numerous disclosure 
problems as the election now conforms to the election of the parent file 10/085136, now 
abandoned. As the examiner has attempted to discern the elements of this invention numerous 
times unsuccessfully, perhaps applicant would wish to appeal for further review by the members 
of the Board of Appeal, who could perhaps succeed in understanding this device where the 
examiner cannot, despite extensive experience in this art. 



Claim Rejections - 35 (JSC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 14-20 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The claims as filed require the specific support of the drive mechanism of figures 30-31. 
Unfortunately, this drive mechanism is not consistently disclosed and it is not clear if an 
operative mechanism is disclosed. For example: 

1) paragraph 0056, where are Fig. 5B and 5A? 

2) paragraph 0056, if applicant intended the movement of the cable to correspond to the 
mechanism of figure 22 (no other mechanism apparently being disclosed), movement of the slide 
128 rearward in that figure would not produce pivoting movement, but slide movement. 

3) How can connecting rod 133 be decoupled from itself in paragraph 0056?. 

4) Paragraph 0056-how can connecting rod 134 be drawn rearward when member 135 is 
blocked from movement out of the guide rail by member 133 (disclosed in paragraph 0055)? 

5) How can cover 10 be brought into spoiler roof position cantilevered over rear cover 12 
when they are coupled together for movement, paragraph 0057? Since the claims recite 
displacement of both the first and second cover, it is not clear how this is effected. 

The following claimed details are unknown from this disclosure: 
claim 1 7, held. . ..before raising; 

claim 18, first raise the first cover and then raise the second cover. . .adapted to first 
close. . .and then close. ... no raising of the second cover is apparently disclosed for this 
embodiment of figures 30-31. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 17-18 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. Claim to "adapted to be opened" does not particularly point out and distinctly claim per 
the statute. 

Drawings 

8. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the first and second drive for 
displacing, respectively the first and second cover and first and second coverings of claim 14 
must be shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. The replacement sheet(s) should be labeled "Replacement 
Sheet" in the page header (as per 37 CFR 1.84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be notified 
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and informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Specification 

9. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: Claim 17 in total. 



Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

11. Claims 14-17, 19 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Laux et al. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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13. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

14. Claims 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lenkens in 
view of Webasto, DE 19750715. 

Lenkens shows a conventional drive for a first and second cover 3, 3', displacing both. 
Lenkens lacks the claimed first and second coverings, a desirable feature to filter 
unwanted excessive light from the passenger compartment. 

Webasto teaches that a single drive 8 may drive first and second wind-up coverings 2,3. 

It would have been obvious to one of ordinary skill to provide in Lenkens wind-up 

coverings as taught by Webasto in order to shade the interior. 

As to claims 16 and 17, these are obvious operator choices, given two separate motor 

drives. 

Response to Arguments 

15. Applicant's arguments filed 12/10/2004 have been fully considered but they are not 
persuasive. What applicant is suggesting is that it is not necessary to fully disclose the invention 
to obtain patent protection, but that the reader must complete the invention. This is deemed to be 
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untenable and contrary to US patent law and case law. Appeal may be taken if desired, as 
applicant's claims have been rejected twice. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis H. Pedder whose telephone number is (703) 308-2178. 
The examiner can normally be reached on 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn D. Dayoan can be reached on (703) 308-3 102. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-7687 for regular 
communications and (703) 305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-4177. 

Dennis H. Pedder 
Primary Examiner 
Art Unit 3612 / 

DHP 

December 23, 2004 




